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II. REMARKS 

A. Introduction 

In this Office Action claims 5-15 and 32-61 are noted as pending and are rejected. 
In this Response, all claims have been amended, and remarks are provided. 

B. Rejection of Claims Under 35 U.S.C. § 102 

All pending claims are rejected as being anticipated by Japanese Reference No. 10- 
084650, of Sato. 

The action states that the recitation "removable motor for a toy vehicle" has not been 
given any weight. The Applicant disagrees with the Examiner's apparent position that limitations 
in a preamble are not to be considered for patentability. Applicant respectfully disagrees. See, 
e.g., Bell Communications Research v. Vistalink Communications Research Corp. 34 U.S.RQ. 
2d 1816, 1820 (Fed. Cir. 1995)(preamble limitations considered and used in claims 
interpretation), and cases discussed therein. 

Nevertheless, the limitation of "removable" motor has been moved from the preamble to 
the body of each independent claim, and each dependent claim preamble has been 
appropriately amended to refer to the vehicle. As each pending claim now recites a toy vehicle 
with a removable motor, and Sato totally lacks any disclosure of a toy vehicle with a removable 
motor, the reference fails to anticipate any pending claim under 35 U.S.C. Section 102. 

C. Rejection of Claims Under 35 U.S.C. §103 

Claims 32-37 are rejected a being made obvious by Sato and Lehmann et al . US Patent 
5,777,544. 

For the following reasons, it is respectfully submitted that the present invention, as 
recited by claims 32-37, was not rendered obvious by the prior art. 

As for Sato , for the purposes of any necessary appeal, Applicant continues to rely on the 
comments included in at least the previous Responses that same is "non-analogous" art, i.e., 
same would not be considered by one of ordinary skill when attempting to improve upon 
propelled toys. The present invention is directed to solving problems associated with a toy 
vehicle that is propelled by a battery powered motor. Sato is merely a vibratory motor for a 
pager or portable phone. The motor of Sato is not and could not be operatively connected to 
propel a toy vehicle, dissuading one of ordinary skill from even considering same for guidance in 
addressing the problem. In this regard, the Examiner to date has not suggested how the 
vibratory motion of the motor of Sato would even be successfully connected to the drive train of 
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a toy vehicle, or how the vibratory motion of the Sato motor could be converted into a propelling 
motion, required for toy vehicles , as known in the art. 

To illustrate the point, please consider the analogous toy case Lemelson v. Mossinghoff . 
225 U.S.P.Q. 1063 (D.C.D.C. 1985). Here, the issue was whether a marble raceway was 
analogous art to be applied to a vehicle trackway. The court held that the former was not 
analogous are, stating: "The Stair patent does not disclose the use of a toy vehicle, a toy vehicle 
on a trackway, or a guidance mechanism or principle for a toy vehicle on a trackway... A person 
of ordinary skill in the trackway toy vehicle art would not look to the marble raceway art disclosed 
in the Stair patent for guidance in vehicle track design." Id., at 1066. Similarly here, Sato does 
not disclose the use of a toy vehicle, or how to propel a toy vehicle, so a person of ordinary skill 
in the toy vehicle art would not look to Sato for guidance in toy vehicle design. 

Regardless of any teaching of Lehmann et al.. it is respectfully submitted that the primary 
reference is non-analogous and therefore not applicable. Even if Sato is applicable, Sato fails to 
disclose all of the various recited features of the independent claims from which these claims 
depend (see, e.g., the discussion of Sato in the last Response), and that Lehmann et al. fails to 
compensate for the incomplete teaching of Sato . 



In light of the above amendments and remarks, it is respectfully submitted that claims 5- 
15 and 32-61 are now in condition for allowance. 

If there are any additional fees associated with this Response, please charge same to 
our Deposit Account No. 19-3935. 

Finally, if there are any formal matters remaining after this Response, the undersigned 
would appreciate a telephone conference with the Examiner to attend to these matters. 



III. CONCLUSION 



Respectfully submitted 




/> William F. Herbert 

Registration No. 31,024 
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Washington, D.C. 20005 
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